
1 
 

IN THE UNITED STATES DISTRICT COURT 

FOR THE DISTRICT OF DELAWARE 

 
DNP INTERNATIONAL CO., INC., 

 Plaintiff, 

v. 

NATURAL ALTERNATIVES 
INTERNATIONAL, INC., and COMPOUND 
SOLUTIONS, INC., 

 

 Defendants. 

 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
 
 
C. A. No. _____________________ 

 
JURY TRIAL DEMANDED 
 
 

COMPLAINT FOR DECLARATORY JUDGMENT 

Plaintiff DNP International Co., Inc. (“DNP” or “Plaintiff”), for its complaint against 

Natural Alternatives International, Inc. (“NAI”) and Compound Solutions, Inc. (“CSI”) 

(collectively, “Defendants”), hereby allege as follows: 

NATURE OF THE ACTION 

1. This is an action for declaratory judgment of non-infringement and invalidity of 

three United States patents pursuant to the Declaratory Judgment Act, 28 U.S.C. §§ 2201-2202, 

and the United States Patent Law, 35 U.S.C. § 100 et seq., and for such other relief as the Court 

deems just and proper. 

THE PARTIES 

2. Plaintiff DNP is a corporation organized and existing under the laws of the State 

of California with its principal place of business located at 12802 Leffingwell Avenue, Bldg. B, 

Sante Fe Springs, California 90670. 
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3. On information and belief, Defendant NAI is a corporation organized and 

existing under the laws of the State of Delaware with its principal place of business located at 

1185 Linda Vista Drive, San Marcos, California 92078.  On information and belief, NAI owns 

by assignment U.S. Patent Nos. 5,965,596, 6,172,098, and 6,426,361 (“the Patents-in-Suit”). 

4. On information and belief, Defendant CSI is a corporation organized and 

existing under the laws of the State of California with its principal place of business located at 

2350 Oak Ridge Way, Vista, California 92081.  On information and belief, CSI is an exclusive 

licensee and holder of substantial rights to the Patents-in-Suit. 

JURISDICTION AND VENUE 

5. This Court has exclusive subject matter jurisdiction pursuant to 28 U.S.C. §§ 

1331, 1338(a), 2201, and 2202, and the Patent Laws of the United States, 35 U.S.C. § 1, et seq. 

6. This Court has personal jurisdiction over NAI because NAI is a Delaware 

corporation with a registered office in Delaware and/or because NAI has designated an agent in 

Delaware for service of process. 

7. On information and belief, CSI is subject to personal jurisdiction in Delaware 

because, inter alia, NAI, the owner of the Patents-in-Suit, is organized under Delaware law and 

has entered into an exclusive license with CSI under which CSI has certain rights and 

obligations. 

8. Venue is proper in this judicial district under 28 U.S.C. § 1391. 

FACTUAL BACKGROUND 

9. On August 20, 2009, NAI filed a complaint against DNP and Vital 

Pharmaceuticals, Inc. (“VPX”), alleging patent infringement, false marking, violations of the 

Lanham Act § 43(a), and violations of the Delaware Deceptive Trade Practices Act 

(“DDTPA”), 6 Del. C. § 2531 (C.A. No. 09-00626-GMS, D.I. 1).  In the action, NAI claimed to 

own by assignment, and accused DNP of infringing the Patents-in-Suit, because, inter alia, 

DNP supplies beta-alanine to nutritional supplement manufacturers and “makes, imports, offers 

for sale, and sells products that contribute to and induce others to infringe.” 
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10. On January 6, 2011, NAI, Roger Harris, Mark Dunnett, and Kenneth Johannsson 

filed a First Amended Complaint against DNP and VPX, containing the same claims (C.A. No. 

09-00626-GMS, D.I.53). 

11. On January 24, 2011, VPX filed an answer to the First Amended Complaint, a 

counterclaim against NAI, and a third party complaint and counterclaims against defendant CSI 

(C.A. No. 09-00626-GMS, D.I. 56). 

12. On January 24, 2011, DNP filed a motion to dismiss NAI’s First Amended 

Complaint pursuant to the Federal Rules of Civil Procedure, specifically Counts V and VII for 

lack of subject matter jurisdiction under Rule 12(b)(1) and Counts II, V, and VII for failing to 

state claims upon which relief can be granted under Rule 12(b)(6) (C.A. No. 09-00626-GMS, 

D.I. 57). 

13. On May 31, 2011, the Court entered an order construing the at-issue claim 

limitations of the Patents-in-Suit (C.A. No. 09-00626-GMS, D.I. 125).  Notably, the Court 

construed the term “beta-alanine” in DNP’s favor, and in such fashion that NAI and CSI 

conceded their claims were invalidated by the prior art.  At the claim construction hearing held 

earlier on May 12, 2011, Defendants argued that if “beta-alanine” were construed as the Court 

ultimately determined, the prior art “would have invalidated any possible claims.” (C.A. No. 

09-00626-GMS, D.I. 121, p. 20, ll. 4-8). 

14. On June 22, 2011, the Court issued an order which, among other things, granted 

dismissal of all claims against DNP, specifically dismissing Counts II, V, and VII of NAI’s 

First Amended Complaint and Counts I and II of CSI’s crossclaim.  The Court granted the 

motions without prejudice, giving leave to re-file amended pleadings within fourteen days (C.A. 

No. 09-00626-GMS, D.I. 127). 

15. After reviewing the Order of June 22, counsel for NAI and CSI, Mr. Kevin M. 

Bell of Patton Boggs, LLP, sent an email message to DNP’s counsel, stating: 

Case 1:99-mc-09999   Document 753    Filed 12/22/11   Page 3 of 9 PageID #: 68928



4 
 

Given the Court’s Order today dismissing all claims against DNP, I am writing 
to advise you that NAI, the other plaintiffs and CSI are currently withdrawing 
their settlement offers. 

NAI, the other plaintiffs and CSI currently do not intend to amend the pleadings 
regarding their claims against DNP. If that position changes within the time 
prescribed by the Court's Order, we will contact you to discuss. 

16. Although DNP expressed its interest in continuing settlement discussions, and 

tried to obtain a commitment that NAI and CSI would not file suit again, NAI and CSI refused 

to negotiate with DNP.  Rather than file any amended pleading within the time prescribed, NAI 

and CSI entered into settlement discussions solely with VPX.  As Mr. Bell promised, DNP was 

cut off from settlement discussions after June 22. 

17. Since the Court’s June 22, 2011 order, Defendants have accused DNP’s 

customers, who have refused to license the Patents-in-Suit, of infringement for their alleged 

manufacture and sale of products containing beta-alanine, including certain beta-alanine 

nutritional supplements.  Thus, given Defendants’ refusal to resolve the issues related to the 

Patents-in-Suit, and Defendants’ repeated assertions to DNP and its customers that the Patents-

in Suit are not invalid, there exists a substantial controversy between DNP and Defendants as to 

whether any valid claim is infringed. 

18. On September 8, 2011, NAI and CSI filed suit against DNP in this district 

asserting, inter alia, federal and state unfair competition claims and claims under the Delaware 

Deceptive Trade Practices Act.  (C.A. No. 11-00788-GMS, D.I. 1).  In their Complaint, NAI 

and CSI asserted that “NAI derives substantial revenue from royalty payments made by CSI, 

where the royalty payments are directly tied to CSI’s sales of beta-alanine” and that “NAI and 

CSI compete with DNP and derive revenue from Carnosyn® Beta-alanine sales in the United 

States.”  Complaint at ¶ 23.  NAI and CSI further alleged that “NAI directly profits from CSI’s 

sales of beta-alanine” and that “NAI is a surrogate for a direct competitor with DNP because of 

the revenue it derives from CSI’s licensed sales.”  Complaint at ¶ 28. 
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19. NAI and CSI have asserted their rights under the Patents-in-Suit based on DNP’s 

sale of beta-alanine and its customers’ purchase of beta-alanine from sources other than CSI, 

including DNP.   Such assertions further imply that DNP is infringing the Patents-in-Suit.  

Thus, a substantial controversy exists between DNP on the one hand and Defendants on the 

other hand regarding the parties’ respective rights and obligations with respect to the Patents-in-

Suit.  A judicial declaration is necessary and appropriate so that DNP may ascertain its rights 

regarding the Patents-in-Suit. 

20. Plaintiff DNP and its products have not infringed and do not infringe, either 

directly or indirectly, any valid and enforceable claim of any of the Patents-in-Suit, either 

literally or under the doctrine of equivalents.  A substantial controversy exists between the 

parties which is of sufficient immediacy and reality to warrant declaratory relief. 

THE PATENTS-IN-SUIT 

21. U.S. Patent No. 5,965,596 (“the ‘596 patent”) is entitled “Methods And 

Compositions For Increasing The Anaerobic Working Capacity In Tissue” and bears an 

issuance date of October 12, 1999.  A copy of the ‘596 patent is attached as Exhibit A. 

22. U.S. Patent No. 6,172,098 (“the ‘098 patent”) is entitled “Methods And 

Compositions For Increasing The Anaerobic Working In Tissues” and bears an issuance date of 

January 9, 2001.  A copy of the ‘098 patent is attached as Exhibit B. 

23. U.S. Patent No. 6,426,361 (“the ‘361 patent”) is entitled “Methods And 

Compositions For Increasing The Anaerobic Working Capacity In Tissues and bears an 

issuance date of July 30, 2002.  A copy of the ‘361 patent is attached as Exhibit C. 

COUNT I - 

DECLARATION OF NONINFRINGEMENT OF U.S. PATENT NO. 5,965,596 

24. DNP repeats and realleges the allegations in paragraphs 1-23 as though fully set 

forth herein. 
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25. DNP has not infringed and does not infringe, directly or indirectly, any valid and 

enforceable claim of the ‘596 patent, either literally or under the doctrine of equivalents. 

26. As a result of the acts described in the foregoing paragraphs, there exists a 

substantial controversy of sufficient immediacy and reality to warrant the issuance of a 

declaratory judgment. 

27. A judicial declaration of noninfringement is necessary and appropriate so that 

DNP may ascertain its rights regarding the ‘596 patent. 

COUNT II - 

DECLARATION OF INVALIDITY OF U.S. PATENT NO. 5,965,596 

28. DNP repeats and realleges the allegations in paragraphs 1-27 as though fully set 

forth herein. 

29. The ‘596 patent is invalid for failure to meet the conditions of patentability 

and/or otherwise comply with one or more of 35 U.S.C. §§ 100 et seq., 101, 102, 103, and 112. 

30. As a result of the acts described in the foregoing paragraphs, there exists a 

substantial controversy of sufficient immediacy and reality to warrant the issuance of a 

declaratory judgment. 

31. A judicial declaration of invalidity is necessary and appropriate so that DNP may 

ascertain its rights regarding the ‘596 patent. 

COUNT III - 
DECLARATION OF NONINFRINGEMENT OF U.S. PATENT NO. 6,172,098 

32. DNP repeats and realleges the allegations in paragraphs 1-31 as though fully set 

forth herein. 

33. DNP has not infringed and does not infringe, directly or indirectly, any valid and 

enforceable claim of the ‘098 patent, either literally or under the doctrine of equivalents. 

34. As a result of the acts described in the foregoing paragraphs, there exists a 

substantial controversy of sufficient immediacy and reality to warrant the issuance of a 

declaratory judgment. 
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35. A judicial declaration of noninfringement is necessary and appropriate so that 

DNP may ascertain its rights regarding the ‘098 patent. 

COUNT IV - 
DECLARATION OF INVALIDITY OF U.S. PATENT NO. 6,172,098 

36. DNP repeats and realleges the allegations in paragraphs 1-35 as though fully set 

forth herein. 

37. The ‘098 patent is invalid for failure to meet the conditions of patentability 

and/or otherwise comply with one or more of 35 U.S.C. §§ 100 et seq., 101, 102, 103, and 112. 

38. As a result of the acts described in the foregoing paragraphs, there exists a 

substantial controversy of sufficient immediacy and reality to warrant the issuance of a 

declaratory judgment. 

39. A judicial declaration of invalidity is necessary and appropriate so that DNP may 

ascertain its rights regarding the ‘098 patent. 

COUNT V - 
DECLARATION OF NONINFRINGEMENT OF U.S. PATENT NO. 6,426,361 

40. DNP repeats and realleges the allegations in paragraphs 1-39 as though fully set 

forth herein. 

41. DNP has not infringed and does not infringe, directly or indirectly, any valid and 

enforceable claim of the ‘361 patent, either literally or under the doctrine of equivalents. 

42. As a result of the acts described in the foregoing paragraphs, there exists a 

substantial controversy of sufficient immediacy and reality to warrant the issuance of a 

declaratory judgment. 

43. A judicial declaration of noninfringement is necessary and appropriate so that 

DNP may ascertain its rights regarding the ‘361 patent 

COUNT VI - 
DECLARATION OF INVALIDITY OF U.S. PATENT NO. 6,426,361 

44. DNP repeats and realleges the allegations in paragraphs 1-43 as though fully set 

forth herein. 
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45. The ‘361 patent is invalid for failure to meet the conditions of patentability 

and/or otherwise comply with one or more of 35 U.S.C. §§ 100 et seq., 101, 102, 103, and 112. 

46. As a result of the acts described in the foregoing paragraphs, there exists a 

substantial controversy of sufficient immediacy and reality to warrant the issuance of a 

declaratory judgment. 

47. A judicial declaration of invalidity is necessary and appropriate so that DNP may 

ascertain its rights regarding the ‘361 patent. 

PRAYER FOR RELIEF 

 WHEREFORE, Plaintiff respectfully requests that the Court enter judgment in favor of 

Plaintiff DNP and granting the following relief: 

A. A declaration that DNP has not infringed and does not infringe any valid 

and enforceable claim of any of the Patents-in-Suit; 

B. A declaration that the Patents-in-Suit are invalid for failure to meet the 

conditions of patentability and/or otherwise comply with the 

requirements of 35 U.S.C. §§ 100 et seq., 101, 102, 103, and/or 112; 

C. A declaration that Defendants’ allegations of infringement are barred; 

D. An injunction against Defendants and its officers, agents, servants, 

employees, attorneys, and others in active concert or participation with 

them from asserting infringement or instituting or continuing any legal 

action for infringement of the Patents-in-Suit against DNP or its 

suppliers, manufacturers, distributors, resellers of its products, customers 

or end users of its products; 

E. An order declaring that this is an exceptional case and awarding DNP its 

costs, expenses, disbursements and reasonable attorney fees under 35 

U.S.C. § 285 and all other applicable statutes, rules and common law; 

and 

F. Such other and further relief as this Court may deem just and proper. 
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JURY DEMAND 

 In accordance with Rule 38 of the Federal Rules of Civil Procedure and Rule 38.1 of the 

Local Rules of Civil Practice and Procedure of the United States District Court for the District 

of Delaware, Plaintiff DNP respectfully demands a jury trial of all issues triable to a jury in this 

action. 
 
 
 
 
OF COUNSEL: 
Enoch H. Liang 
Steven R. Hansen 
Edward S. Quon 
LEE TRAN & LIANG, APLC 
601 S. Figueroa Street, Suite 4025 
Los Angeles, CA 90017 
(213) 612-3737 
ehl@ltlcounsel.com 
srh@ltlcounsel.com.com 
eq@ltlcounsel.com 
 
DATED: December 22, 2011 
 

SHAW KELLER LLP 
 
/s/ Andrew E. Russell  
Karen E. Keller (No. 4489) 
Andrew E. Russell (No. 5382) 
300 Delaware Avenue, Suite 1120 
Wilmington, DE 19801 
(302) 476-2050  
kkeller@shawkeller.com 
arussell@shawkeller.com 
 
Attorneys for Defendant  
DNP International Co., Inc. 
 

 

Case 1:99-mc-09999   Document 753    Filed 12/22/11   Page 9 of 9 PageID #: 68934




